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DETAILED ACTION 
Specification 

1. The use of the trademark ARONITE has been noted in this application on page 2 of the 
specification. It should be capitalized wherever it appears and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Double Patenting 

2 A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
usefuZocess may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
SSffTfti. context, me-ans an invention drawn to identical subject 
EaeleMfz Co , 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1*> /), 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope The 
fitag of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C 101. 

Applicant is advised that should claim 9 be found allowable, claimlO will be objected to 
under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an application 
are duplicates or else are so close in content that they both cover the same thing, despite a slight 
difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(k). 
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3 The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993)- In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F 2d 937 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). . 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-31 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 - 1 4 of copending 
Application No. 10/960,468. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claims in the copending application recite a printable 
decorative structure comprising the similar substrate formed of cenospheres in the form of 
ceramic balloons with same size and same bonding agent as recited in the claims of the present 
application. The fly ash recited in the present application is considered to one of the cenospheres 
claimed in the copending application. The decorative structure claimed in the present application 
encompasses the printable decorative structure recited in the copending application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 


Claim Rejections - 35 USC § 112 
4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The soecification shall contain a written description of the invention, and of the manner and process of making 
23 £ ft t s" J f in, clear, concise, and exact terms as to enable any person skilled in the art to wh.ch U 
perlaTns, oi 5l i which h is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-31 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

The claims in the present application recite that the coating layer having at least one of a 
coefficient of thermal expansion substantially equal to that of the substrate and an expansion 
characteristic configured to substantially absorb any different in the coefficient of thermal 
expansions between the coating layer and the substrate, and substantially eliminate any physical 
deformation between the substrate and coating layer. However, specification does not provide 
sufficient description regarding what kind of the coating materials would meet the physical 
characteristics as stated above and recited in the claims. Therefore, it is unclear what kind of 
material is suitable or not suitable for the coating layer, which would provide the physical 

characteristics as claimed. 

The specification also does not provide sufficient description regarding the treatment 
material as recited in claims 8-1 1 and 22. Therefore, it is unclear if the coating materials alone 
would meet the physical characteristics as recited in the claims or the combination of the coating 
materials and the treatment material would meet the physical characteristics as recited in the 
claims. 

5 The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-31 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, it is unclear if the size of about 50-500 microns is referred to the individual 
ceramic balloon'in diameter, the thickness of the substrate, or the thickness of the ceramic 
balloons as a whole. 

It is also unclear if the individual ceramic balloon coated with the bonding agent or the 
ceramic balloons as a whole coated with the bonding agent. 

It is also unclear if the bonding agent forms an open cell structure of ceramic micro 
balloons on the outer surface of the substrate or the substrate has an open cell structure of 
ceramic micro balloons on at least one of its outer surface. 

There is insufficient antecedent basis for the limitation of "said at least one outer surface 
having at least one of a coefficient of thermal expansion. . ."in line 8. It is also unclear if the "at 
least one outer surface having at least one of a coefficient of thermal expansion " in line 8 is 
referred to the surface of the substrate. It is also unclear if there is more than one coefficient of 
thermal expansion. 

It is also unclear if the "forming an exterior outer surface having a fabricated ornamental 
appearance" is referred to an additional layer formed on the coating layer applied to the outer 
surface of the substrate. 

It is noted that claims 1 and 8-17 merely recite the physical characteristics of the 
substrate and the coating layer and not setting for the specific compositions which would meet 
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everyfting, which win perform .he des,reu scions regardless of its composition, and it appears 

»(POBdApp)157USPQ172. 

ft Cairns 2-3, H is unclear if .he size of abou. 50-300 or 200 microns is referred .o ft. 

ceramic balloons as a whole. 

epoxy resin, and the epoxy resin includes amine cured epoxy resin. 

ft Cairn 11, it is undear if ft. thin eoa.ing ma.erial fmishing layer reci.ed in line 5 ,s fte 

fte same as fte coating layer reci.ed in line 1 of fte Cairn. 

ft e,aims ... lines 2, i. reei.es "fte coating ,ayer is configured of a a. .eas. one of a 
coating material ." It appears that fte sentence is incomplete. 

ft Cairn .6, it is unc.ear what the term "Thermal K» is referred ,„. 
Inc , a ,m,7,ines2,i,reci,es"saidsuhstra,eisco„f.gured,ohavcafteG,assTransitio„ 

Temperature," It appears that fte sentence is incomplete. 
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In claim 19, it is unclear if the size of about 50-500 microns is referred to the individual 
ceramic balloon in diameter, the thickness of the substrate, or the thickness of the ceramic 
balloons as a whole. 

It is also unclear if the individual ceramic balloon coated with the bonding agent or the 
ceramic balloons as a whole coated with the bonding agent. 

It is also unclear if the bonding agent coat forms an open cell structure of ceramic micro 
balloons on the outer surface of the substrate or the substrate has an open cell structure of 
ceramic micro balloons on at least one of its outer surface. 

It is also unclear if there is more than one coefficient of thermal expansion for the coating 

layer. 

It is noted that claims 19 and 22 merely recite the physical characteristics of the substrate 
and the coating layer and not setting for the specific compositions which would meet these 
characteristics render the claims indefinite since they cover any conceivable combination of 
ingredients either presently existing or which might be discovered in future and which would 
impart desired characteristics. The claims are too broad and indefinite since it purports to cover 
everything, which will perfomr the desired functions regardless of its composition, and it appears 
,o read upon matenals that could not possibly be used to accomplish purposes intended. Ex Pane 

Slob (PO BdApp) 157 USPQ 172. 

In claims 20-21, it is unclear if the size of about 50-300 or 200 microns is referred to the 
individual ceramic balloon in diameter, the thickness of the substrate, or the thickness of the 

ceramic balloons as a whole. 

In claim 26, it is unclear what the term "Thermal K" is referred to 
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In claim 31, the use of the trademark "Aronite" has been noted in this application. It 
should be capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ling X. Xu whose telephone number is 571-272-1546. The 
examiner can normally be reached on 8:00 - 4:30 Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah D. Jones can be reached on 571-272-1535, The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ling X. Xu 
Examiner 
Art Unit 1775 

Ix 


